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DECI SI ON ON  APPEAL

This is a decision on appeal fromthe final rejection of
clainms 6, 10, 17 and 18 and 5, 9, 11, 12 and 16, the latter five
havi ng been anended by appellants in an anmendnent and reply
brief, filed Cctober 5, 1995 (Paper No. 15), which anendnent and
reply brief have been entered by the examner. Also, in that

amendnent, clainms 1 through 4, 7, 8, 13 through 15 and 19 have

! Application for patent filed October 4, 1993.
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been cancel ed. Thus, the clains on appeal before us are clains
5, 6, 9 through 12 and 16 through 18, all the clains pending in
t he application.

The invention is directed to a disk cartridge best
illustrated by reference to representative independent claimb5,
reproduced as follows:

5. A disk cartridge, conprising:

a cartridge casing;

an overwite type magneto-optical disk rotably nounted
in the cartridge casing; and

magnetic initializing nmeans, including a yoke and
magneti ¢ neans di sposed within the cartridge casing proximate to
a radial portion of the overwite type magneto-optical disk so as
to generate a nmagnetic field sufficient for effecting overwite
operation of the overwite type nmagneto-optical disk;

wherein the yoke of the magnetic initializing neans
conprises an upper armand a | ower arm arranged such that a
radi al portion of the overwite type nagneto-optical disk passes
bet ween the upper and | ower arnms of the magnetic initializing
means according to rotation thereof; and

wherein the magnetic neans conprises a pair of upper
initializing magnets disposed in parallel on the inner surface of
t he upper arm of the yoke and a pair of lower initializing
magnets di sposed in parallel on the inner surface of the | ower
arm of the yoke both of the upper and |ower pairs of the
initializing magnets being arranged in parallel to a radial
direction of the disk such that a radial portion of the overwite
type magnet o-optical di sk passes between the initializing magnets
during rotation thereof.

The exam ner relies on the follow ng references:

Nenoto et al. 4,750, 064 Jun. 7, 1988
( Nenot o)
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Tadokoro et al. 4,908, 809 Mar. 13, 1990
( Tadokor o)

Kato et al. 4 970, 618 Nov. 13, 1990
(Kat 0)

| shii 5, 206, 844 Apr. 27, 1993

Clains 5, 6, 9 through 12 and 16 through 18 stand rejected
under 35 U.S.C. ' 103. As evidence of obviousness, the exam ner
cites Tadokoro with regard to clains 5 and 6, adding Nenoto with
regard to clains 9 through 12 and appl yi ng Tadokoro together with
Kato with regard to clains 16 through 18.

Reference is nmade to the briefs and answers for the
respective positions of appellants and the exam ner.

OPI NI ON

W reverse.

We agree with the exam ner that Tadokoro clearly teaches a
disk cartridge with a cartridge casing, an overwite type
magnet o-opti cal disk and a magnetic initializing neans, as set
forth in independent clainms 5, 9, 11, 12 and 16, as well as the
yoke conprising an upper armand a | ower arm arranged as recited
in independent clainms 5, 9, 11 and 12.

However, the subject matter of each of the independent
clainms differs fromthat taught by Tadokoro in that which is
recited in the last paragraph in each claim The exam ner

recogni zes these differences but contends that the clained
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subject matter as a whol e woul d have been obvious, wthin the
meaning of 35 U.S.C. ' 103. For the follow ng reasons, we

di sagr ee.

| NDEPENDENT CLAI M 5

Wi | e Tadokoro di scloses a “magnetic neans” (8 in Figure 3;
8a and 8b in Figure 4), claim5 requires “a pair of upper
initializing magnets disposed in parallel on the inner surface of
t he upper arm of the yoke and a pair of lower initializing
magnets di sposed in parallel on the inner surface of the | ower
arm of the yoke.. [enphasis ours].

In order to provide for a pair of magnets in Tadokoro, the
exam ner urges us to incorporate the bias magnet 9 di scl osed
therein with the initializing nmagnet 8. However, not only has
the examner failed to provide us with a cogent reason for doing
so (the rationale of “to increase and stabilize the effect of the
magnetic field of the initializing magnets” on page 4 of the
suppl enmental answer is not persuasive), but Tadokoro actually
t eaches away from maki ng such a conbi nation. The bias magnet 9
is taught by Tadokoro as being part of the prior art to himand
Tadokoro’ s disclosed invention “elimnates the need for an
external bias magnet 9 as in the prior art” [colum 6, |lines 14-
15]. Further, at colum 6, lines 20-24, Tadokoro states that

.since the initializing magnet 8 is built into the
housi ng 11 of the information-carrying nmedium.there is
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no need to nount an initializing magnet inside the

optical reading and witing apparatus.
Clearly then, it is not reasonable for the examner to
i ncorporate magnets 8 and 9 of Tadokoro in any manner to result
in the pairs of magnets recited in independent claimb5.

In response to appellants’ argunents, the exam ner then
explains that it woul d have been obvious to replace the upper and
lower initializing magnets 8a and 8b of Tadokoro with pairs of
magnet s because “nere duplication of the essential working parts
of a device involves only routine skill in the art” [page 10-
suppl enental answer]. W disagree. The use of pairs of magnets,
as claimed, results in different magnetic fields and the use of
such pairs of magnets is functionally different fromthe use of a
si ngl e magnet on each arm of the yoke. Appel I ants’ nodification
of the prior art through the use of pairs of magnets is nore than
a “nmere duplication ofYparts.” The exam ner has not shown, to
our satisfaction, why it would have been obvious to replace each
si ngl e magnet on each arm of the yoke, as disclosed by Tadokoro,
with a pair of magnets, as set forth in independent claimb5.

Accordingly, we will not sustain the rejection of clains 5
and 6 under 35 U. S.C. ' 103.

| NDEPENDENT CLAI M 9

This claimrequires that the upper and |lower arns of the

yoke be “respectively attached to indentations fornmed in the
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material of the cartridge casing at facing upper and | ower sides
thereof.” See Figure 3(a) of the instant disclosure.
Recogni zing this deficiency in Tadokoro, the exam ner cites
Nenot o, noting the disclosure therein of a yoke 7 and a core
menber 6 having indentations in which the yoke is attached. The
exam ner contends that it would have been obvious to apply this
teaching of Nenpto to Tadokoro in order to provide for attachnent
of the upper and |lower arns of the yoke in Tadokoro to
indentations forned in the material of the cartridge. The
examner’s rationale is that this would

(1) secure the yoke with the cartridge housing, (2)

support the casing of the disk cartridge to provide a

stronger disk cartridge in order to protect the inner

parts of the cartridge and (3) to reduce the thickness

and the material of the cartridge housing [page 6-

suppl enent al answer].

The exam ner’s rational e appears to be based nore on
hi ndsi ght gl eaned from appel | ants’ di scl osure than from any
t eachi ng or suggestion fromthe applied references. The yoke 7
is not attached to any indentations “forned in the material of
the cartridge casing,” as required by claim9. The indentations
in Nenoto are in the core nenber 6 which appears to rotate with
the spindle 4. The core nenber 6 is not the cartridge casing.

Accordingly, we will not sustain the rejection of claim9 or 10

under 35 U S. C. ' 103.
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| NDEPENDENT CLAIMS 11 AND 12

| ndependent claim 11 requires that the upper and | ower arns
of the yoke be “respectively provided with openings therein for
attachnment to facing upper and | ower sides respectively of the
cartridge casing via ultrasonic welding.” See instant Figure
3(b).

| ndependent claim 12 requires that the upper and | ower arns
of the yoke be “respectively affixed to facing upper and | ower
sides of the cartridge casing via an outsert nolding process such
that the upper and I ower arnms are enbedded in a material of which
the cartridge casing is forned.” See instant Figure 3(c).

The exam ner contends that it would have been obvious to
attach the upper and | ower arnms of the yoke of Tadokoro, as
nodi fi ed by Nenoto, “by an adhesive[,] or by an ultrasonic
wel ding with openings or by an outsert nolding process” [page 7-
suppl enent al answer] because these are “well known neans to
rigidly secure two conponents.” W disagree.

The rejection of clains 11 and 12 nust fall because the
exam ner’s premse, i.e. that Tadokoro is properly nodified by
the teaching of Nenoto, is flawed for reasons supra. There is
clearly no teaching or suggestion by either Tadokoro or Nenoto,
or a conbination thereof, of affixing the arnms of the yoke in
Tadokoro either by ultrasonic welding, by providing the arms with

openi ngs, or by an outsert nol ding process, as clained.
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Accordingly, we will not sustain the rejection of either
i ndependent claim 11 or independent claim 12 under 35 U S. C
103.

| NDEPENDENT CLAI M 16

| ndependent claim 16 requires a support portion “wherein a
support portion for supporting a peripheral edge of the overwite
type magneto-optical disk is projected fromat |east one of
facing upper and | ower sides of the cartridge casing.”

The exam ner relies on Kato' s teaching of the
i nterconnection of bosses 15 and cylindrical portions 16 for
concluding that it would have been obvious to provide the
cartridge of Tadokoro with corner support portions, the rationale
being “to nmake the housing stronger” [page 8-suppl enental
answer]. We di sagr ee.

The bosses and cylindrical portions of Kato provide for the
i nterconnection of disk cartridge casings. However, there is no
i ndi cation, teaching or suggestion by Kato that these “support
portions” act, in any manner, to support “a peripheral edge of
the overwite type magneto-optical disk,” as clained.

Accordingly, we wll not sustain the rejection of clains 16
t hrough 18 under 35 U. S.C. ' 10S.

CONCLUSI ON
We have not sustained the rejection of clains 5, 6, 9

t hrough 12 and 16 through 18 under 35 U.S.C. ' 103.
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Accordingly, the exam ner’s decision is reversed.

REVERSED

Lee E. Barrett
Adm ni strative Patent Judge

Errol A Krass )
Adm ni strative Patent Judge )
)
)
Jerry Smth ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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